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INTELLECTUAL PROPERTY

BY JONATHAN M. SOBEL

IN A RECENT DECISION involving an
issue of first impression for the Fed-
eral Circuit, the court in IPXL Holdings,
L.L.C. v. Amazon.com, Inc. affirmed a

decision finding a patent claim invalid for
indefiniteness because the claim com-
bined an apparatus and a method of using
the apparatus in the same claim.1 This arti-
cle addresses some lessons and implica-
tions arising from the Federal Circuit’s
opinion on this mixed claim issue. 

The most immediate lesson of IPXL is
to avoid writing patent claims that include
both an apparatus and a method for using
the apparatus, in the same claim. A relat-
ed lesson is, in drafting claim language to
provide that a user may use a structure or
a system in a particular way, use “means”
language, or consider using “capable” lan-
guage. In the litigation context, “capable”
claims may afford a broad scope for an
infringement finding, particularly where a
device infringes sometimes, but not
always. The Federal Circuit’s infringement
decisions often focus on whether a device
is capable of infringing, and the outcomes
vary depending on the nature of the claim
language used. 

The Facts and Reasoning in ‘IPXL’
The accused product in IPXL was the so-

called 1-click system from Amazon.com.
Independent claim 1 of IPXL’s patent
recites “an electronic financial transaction
system for executing financial transac-
tions” having, inter alia, an input means.
Dependent claim 25, which the court found
improperly mixed an apparatus and a
method into one claim, reads:

The system of claim 2 [including an
input means] wherein the predicted
transaction information comprises
both a transaction type and transac-
tion parameters associated with that
transaction type, and the user uses the
input means to either change the pre-
dicted transaction information or
accept the displayed transaction type
and transaction parameters.

The Federal Circuit determined that
“[b]ecause claim 25 recites both a system
and the method for using that system, it
does not apprise a person of ordinary skill
in the art of its scope, and it is invalid
under section 112, paragraph 2.”2

The Court reasoned that claim 25 does
not specifically apprise a competitor (or
anyone else) as to what would constitute
infringement, explaining, “it is unclear
whether infringement of claim 25 occurs
when one creates a system that allows the
user to change the predicated transaction
information or accept the displayed trans-
action, or whether infringement occurs
when the user actually uses the input
means to change transaction information
or uses the input means to accept a dis-
played transaction.”3

In its holding, the court relied on a case
decided by the Board of Patent Appeals
and Interferences (Board) of the PTO, Ex
parte Lyell.4 The invalidated claim 2 in Lyell
explicitly claimed both an apparatus and
method in the same claim: “an automatic
transmission tool in the form of a work-
stand and method for using same com-
prising a supporting means…and further
comprising the steps of….”5 The Board
held that such a claim improperly com-
bined more than one of the four statuto-
ry classes of subject matter specified in 35
U.S.C. 101 (“process, machine, manufac-
ture or composition of matter”).6 The
Board in Lyell noted the settled principle
that while a patent may include a claim
directed to an apparatus and a separate
claim directed to a method, the two class-
es of invention could not be combined into
one claim.7

The patentee, IPXL, argued to the court
that the claim language “the user uses the
input means” was not method language,
but rather, “simply further describe[ed]
the specific characteristics of the sys-
tem[,]” and argued that “[s]pecifying func-
tional characteristics of a system does not
change claim 25 into a process claim.”8

IPXL argued that its claim was not like the
explicit mixed claim of Lyell.9

‘Capable’ Language to the Rescue

One way claim 25 could have been writ-
ten to avoid the “mixed” claim problem
would have been to substitute “capable”
language for the “user uses” language, as
follows;

The system of claim 2 [including an
input means] wherein the predicted
transaction information comprises
both a transaction type and transac-
tion parameters associated with that
transaction type, and whereby the
input means is capable of being used
by the user to either change the pre-
dicted transaction information or
accept the displayed transaction type
and transaction parameters.

It does not seem a stretch for the court
in IPXL to have interpreted the “user uses”
language this way. 

While one might argue that “capable”-
type language was used elsewhere in
claim 25 in IPXL (i.e., the independent
claim recites “an input mechanism
enabling a user to use the displayed infor-
mation”10), and that the patentee therefore
must not have meant capable when it said
the “user uses,” at least one lower court
has rejected such an argument, inter-
preting claim language to mean “capable”
even where “capable” was used elsewhere
in the claim.11

One thing seems clear: had IPXL used
“enabling a user to use” or “capable of
being used by the user,” instead of “the
user uses,” that likely would have avoid-
ed the invalidity problem.

Proof of infringement often involves an
inquiry into whether a device is “capable”
of infringing an apparatus claim that has
a functional limitation, often a means-plus-
function claim. As discussed below, the

outcomes of these “capable” inquiries
have been mixed, depending on the facts. 

Is Device ‘Capable’ of Infringing? 
Some decisions have held that an

accused device infringes if it is capable of
meeting the claim limitation, even if the
device has to be modified to meet the lim-
itation. Other decisions, by contrast, have
found non-infringement where a device
had to be modified, particularly where the
device, as sold, was not intended to be
modified to be used in the infringing way. 

A leading case applying an expansive
view of “capable” in the infringement con-
text is Intel v. U.S. Int’l Trade Comm’n.12 Intel
involved a patent for erasable program-
mable read-only memories (EPROMs),
including a “programmable selection
means” for selecting between two modes
of operation, a page mode and a non-page
mode.

Although the accused EPROMs were not
sold to operate in page mode, the Federal
Circuit upheld the Commission’s finding of
infringement, holding that “actual page
mode operation is not required.”13 The Fed-
eral Circuit reasoned that: “Because the lan-
guage of claim 1 refers to ‘programmable
selection means’ and states that ‘where-
by when said alternate addressing mode is
selected’ (emphasis added), the accused
device, to be infringing, need only be capa-
ble of operating in the page mode.”14 Thus,
the court found infringement even without
evidence of actual use in the infringing
mode—based on mere capability alone.

Intel has been both relied upon and con-
trasted in a number of subsequent deci-
sions. Relying on the decision, the Texas
district court in Cyrix Corp. v. Intel Corp.
held that dependent claims in a patent
covering personal computer micro-
processors, which recited a micro-
processor device “combined with a
memory external to said device storing
said page table entries…,” required mere-
ly that an accused device be “capable of
storing” page table entries.15

Defendant Intel argued that these
claims required the step of actually stor-
ing, and until that process was performed,
the limitations were not met. The court
rejected that argument, holding that Intel
was attempting to “read into [those]
device claims 2 and 6 a method of operat-
ing the device.”16

In contrast to the decision in IPXL, the
court in Cyrix relied on Ex parte Lyell 17 in
an effort to preserve validity, stating “[t]he
only interpretation of claim 2 which would
make claim 2 a proper claim is the inter-
pretation that claim 2 is an apparatus
claim with functional language.”18 While
Cyrix is a district court case, it is inter-
esting that IPXL did not cite to it, or to the
cases cited in it regarding capability, given
the extensive discussion about “capabil-
ity” and the Cyrix court’s avoidance of
reading a method of operating a device
into a device claim. 

Although not expressly stating it was
doing so, the Federal Circuit apparently
qualified its “need only be capable of”
standard from Intel, by later describing
that standard as “reasonably capable.”
The court stated: “[I]n determining
whether a product claim is infringed, we
have held that an accused device may be
found to infringe if it is reasonably capa-
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ble of satisfying the claim limitations, even
though it may also be capable of non-
infringing modes of operation.”19

That case involved a virus detection soft-
ware patent with a claim reciting a method
that included screening data prior to stor-
age on the destination storage medium.20

The Federal Circuit noted that an accused
device may also induce infringement of a
method claim, “even if the device is capa-
ble of non-infringing modes of operation in
unusual circumstances.”21 However, the
court found that the tests performed to
determine capability of infringing were “not
probative of infringement during normal
operation of the product.”22 Thus, the Fed-
eral Circuit’s capability analysis looks for
reliable proof that a device is capable of
infringement during normal operation.

A number of other Federal Circuit cases,
however, have found a lack of infringement
where a device was not designed or intend-
ed to be capable of infringing, even if the
device could be modified to be infringing.
Oft-cited is High Tech Medical Instrumen-
tation, Inc. v. New Image Indus., Inc., which
involved a patent for a dental endoscope
with a “rotably coupled” camera.23 The Fed-
eral Circuit reversed an infringement find-
ing, concluding that the lower court had
read Intel too broadly.24

The key distinction between Intel and
High Tech was that in Intel, the accused
microprocessor, as made and sold, was
“programmable,” as the claim language
required, whereas, by contrast, the
accused endoscopes in High Tech were
not “rotably coupled” as made or as
sold—they had to be altered by the
removal of two screws to infringe.25

Although technically “capable” of infring-
ing, the Federal Circuit focused on how the

accused endoscopes were designed, sold,
promoted and used, noting the following
factors in support of non-infringement: the
devices were not designed to have a rotat-
ing camera; there was no reference in pro-
motional materials to rotating the camera;
there was no functional reason to rotate the
camera that was not already accomplished
by the device; and there was no evidence
that any user loosened or removed the two
set screws prior to or during actual use.26

Similarly, as made and sold, the mobile
cellular telephone system in Telemac Cel-
lular Corp. v. Topp Telecom, Inc., did not
infringe the claim limitation requiring that
international numbers be stored in mem-
ory, because the system as sold had a
block on making international calls.27

Although the system could be modified to
place such calls, under the High Tech rea-
soning, that was not sufficient to infringe.28

Likewise, as made and sold, the accused
spinal fixation implants in Cross Medical
Prods., Inc. v. Medtronic Sofamor Danek, Inc.
did not meet the limitation of an apparatus
claim requiring that the anchor seat of the
device be in contact with the bone.29 The
court contrasted this structural limitation
from the “programmable selection means”
of Intel, the latter language requiring “only
that an accused device be capable of oper-
ating in the enumerated mode.”30 Mere
“capability” at the time of sale was not
enough, however, to infringe a structural
limitation in a non-means claim.31 The court
in Cross next considered, however, whether
the accused implants, as used, met the
claim limitation, and if so, whether the
accused infringer induced infringement
and/or contributorily infringed.32

In the context of means-plus-function
claims, capability of infringement is a broad-

er concept. That is, a device can infringe if
it is capable of satisfying the means limita-
tion, even if the device does not actually
implement the means when used. For exam-
ple, in Fantasy Sports Properties, Inc. v. Sport-
sline.com, Inc., the Federal Circuit held that
a means for awarding bonus points as part
of an on-line fantasy football software pro-
gram was infringed because the software
was capable of awarding bonus points,
“regardless whether [sic] that means is acti-
vated or utilized in any way.”33

Conclusion
An important lesson from the IPXL v.

Amazon.com case is to avoid mixing appa-
ratus and method language in the same
claim. This can be done by drafting means
language, or “capable of” or “enabling” lan-
guage, when describing functional limi-
tations of an apparatus or system. 

In general, an accused device will
infringe a means claim (or a claim with
“capable of” language) if the device as
made or sold is capable of meeting the
means limitation, whether or not that capa-
bility is actually employed. By contrast, an
accused device will infringe a non-means
structural limitation if, as made and sold,
it presently meets that limitation; the fact
that the device can be modified to infringe
is not sufficient to show infringement, par-
ticularly if the device is not designed to be
used, intended to be used, or actually
used, in the infringing manner.
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