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Selecting an Expert
Do I Need an Expert?

Before you start thinking about how to select an expert,
you should ask yourself whether you need an expert in
the first place. Although in many cases the use of experts
is optional, the Federal Circuit has required the use of
experts in cases involving particularly complex legal issues.

There are three main types of experts: (1) technical
experts, (2) damages experts, and (3) patent law experts.
Technical experts deal with the nitty-gritty of the inven-
tion, and are therefore most heavily used in analyzing
claim construction, infringement, or validity. Damages
experts perform market analyses, analyze complex bar-
gaining situations, and estimate the plaintiff’s lost prof-
its, consider the impact of noninfringing substitutes on
possible royalties the parties would have agreed to, or do
other analysis grounded in economics. Patent law experts
typically opine about the practices and procedures of the
US Patent and Trademark Office (PTO).

Hiring the right expert can be the most important deci-
sion you make regarding the trial. Your expert, after all,
1s going to be speaking directly to the judge and the jury,
and you want to put someone in front of them who can
convince them that your client should prevail.

What Factors Are Important
in Selecting Experts?

As with any witness, you want your expert to be cred-
ible, comprehensible, and likeable. An expert’s credibility
depends in part on credentials such as the expert’s edu-
cational background, industry experience or other dem-
onstrated expertise, but it also depends on less tangible

factors, such as the expert’s ability to withstand cross-
examination or his composure on the witness stand.

How Do I Find an Expert?

The best experts to use are those previously used by
you, your firm, or your client. If you know your experts’
credentials, strengths, weaknesses, and track record, you
will be able to make use of that knowledge in litigation.
If you and your firm have little experience hiring experts,
you should ask your friends and colleagues for expert
references, particularly if they have litigated cases involv-
ing similar subject matter. There also are expert referral
services that frequently generate great leads. Sometimes
even the inventors themselves can make good experts.

When selecting among a number of qualified experts,
it always is prudent to consider how your expert will be
perceived by the court or the jury. For example, academ-
ics may sometimes (but not always) come across as more
credible than “professional experts,” in part because they
are used to teaching unsophisticated audiences about
complicated matters.

If you haven’t had personal experience with the expert
youre interviewing, you might consider running a
“beauty contest.” Send the case materials for review to
each expert that you're considering and get the expert’s
assessment of the case in an interview. Some experts
might bring to your attention new ideas or strategies
that can help your case immensely. You can take that
as a good sign that the expert will be an asset to the
litigation.

You'll also want to ensure that the expert thoroughly
understands the technology at issue and that the expert’s
opinions of the patents, technology, prior art, and the
industry are consistent with yours. You don’t want your
expert to fall apart on the stand when pressed by oppos-
ing counsel or make statements that run contrary to your
proposed claim construction.

Once you choose a few candidates, do your homework.
Has the expert given prior testimony or published an
article that contradicts his position in the case? Has the
expert ever been disqualified or challenged on Dauber:
grounds, or openly criticized by the court in an opinion?
Does a quick Internet search return any negative press or
contradict the expert’s stated credentials? Your opponent
undoubtedly will discover where your expert’s bodies are
buried—it’s better that you find them first.
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When Should I Select an Expert?

The earlier you recruit an expert, the more the expert
can help you. Experts might know the right questions to
ask during discovery, whom to depose, and who might
possess information that you’ll want to bring out dur-
ing a deposition or trial. They also can be very useful in
formulating requests for production, interrogatories, and
requests to admit. Accordingly, you should keep your
expert informed on recent case developments and assign
a point person on your team to do so.

Types of Experts
Technical Experts

Technical experts can assist you throughout litigating
a case. They can support your proposed claim construc-
tion, or your infringement- and invalidity-related argu-
ments. Your most important job in patent cases is to
convince the court and the jury that your technical expert
knows what a person having ordinary skill in the relevant
art knows and doesn’t know, and that they should accept
your expert’s opinion on the issues of claim construction,
infringement or invalidity. Make sure that your expert
had the relevant expertise at the time of the invention
in suit—newbies, no matter how talented, can invite
unwanted criticism once the case is underway.

If more than one technical art is at issue in a given case,
it is helpful to have a separate expert for each technol-
ogy. Doing so provides at least two benefits: (1) having a
separate expert for each art lends each expert additional
credibility in his or her art; and (2) it can provide an
additional barrier if your opponent attempts to dis-
qualify your experts. It’s harder to disqualify two experts
than it is one.

Damages Experts

Unlike technical experts, who assist you with legal
determinations regarding the invention itself, damages
experts are very useful for justifying your theory regard-
ing the appropriate amount of damages (if any). There
are two kinds of damages awards in patent cases: (1) lost
profits and (2) a reasonable royalty. Lost profits are based
on an analysis of the market for the parties’ products,
granting the plaintiff the amount of money it would have
made had the defendant never infringed. The second,
setting the floor for damages in infringement suits under
35 U.S.C. § 284, is “a reasonable royalty for the use made
of the invention by the infringer....” Under the seminal
decision in Georgia-Pacific v. U.S. Plywood Corp..! a “rea-
sonable” royalty is typically the amount that the parties
would have agreed to on the eve of first infringement,
presuming that the patent is valid and infringed.

In lawsuits involving a reasonable royalty theory only, it
is common to rely on accountants, valuation experts, or
former in-house licensing executives as damages experts.
But in lost profits cases, which often require complex
market analyses such as “but for” market reconstruction,
an economist with licensing experience and a PhD may
be more credible than other types of experts. No matter
who you decide to hire, make sure that your expert is
aware of recent Federal Circuit damages case law.

Patent Law Experts

Before the Markman case established that claim con-
struction is an issue of law, patent law experts were more
common. Today, they are quite rare and have become
controversial—judges do not generally want witnesses
offering testimony on issues of law. Patent law experts
typically are individuals with “extensive experience
working at the PTO as an examiner,” qualified to testify
as to “patent office practice and procedure.”? Patent law
experts may not, however, opine on a legal issue or the
“thoroughness of the consideration of [legal] issues con-
sidered by the examiner”;* offer “legal conclusions as to
the adequacy” of a patent application’s disclosure;* offer
evidence that insinuates that the PTO has “problems” or
has not done its job properly;® testify as an expert wit-
ness on the issues of infringement or validity, or usurp
the domain of the judge to instruct the jury on the law.®
Patent law expert testimony generally has been accepted
where it goes only to PTO practice and procedures.” But
sometimes a patent attorney whose opinion is used to
rebut willfulness also can act as a de facto patent law
expert. That is, by using the attorney’s understanding
of the specification and his or her claim construction,
the patent attorney can opine that a patent is invalid or
not infringed. This may be something to consider before
moving to bifurcate.

Court-Appointed Experts

Rule 706 of the Federal Rules of Evidence provides the
court an avenue to appoint its own expert if the parties
do not wish to hire their own, or if the judge wants an
opinion that is not “biased.” In such cases, parties typi-
cally are asked to select an expert by agreement and split
costs between them. At times, however, the court may
choose its own expert without reference to the parties
(though the parties can object for cause).

Testifying/Nontestifying Experts

Not all experts are required to testify. Some might be
great on paper, but perhaps you might anticipate that
they would not be effective before the court or the jury.
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That doesn’t mean you shouldn’t use them—it just means
that you’ll want another expert to put on the stand at
trial. A different set of discovery rules apply to testifying
experts versus nontestifying experts.

The discovery rules applying to testifying experts
are embodied in Federal Rule of Evidence 26(a)(2),
“Disclosure of Expert Testimony,” amended in 2010. As
its name implies, it requires the disclosure of information
about testifying experts before trial. This disclosure usu-
ally comes in the form of an expert report, which Rule
26(a)(2) requires contain:

1. A complete statement of all opinions the witness will
express and the basis and reasons for them;

2. The facts or data considered by the witness in form-
ing them;

3. Any exhibits that will be used to summarize or sup-
port them;

4. The witness’s qualifications, including a list of all
publications authored in the previous 10 years;

5. Alist of all other cases in which, during the previous
four years, the witness testified as an expert at trial
or by deposition; and

6. A statement of the compensation to be paid for the
study and testimony in the case.®

Unless otherwise ordered, those expert reports are due
90 days before trial, with rebuttal reports becoming due
30 days later.

Almost without exception, experts are bound to the
statements made in their expert reports. So ensure that
your expert’s reports are accurate and represent your best
positions, because it is very common for portions of an
expert’s testimony to be stricken when statements made
at trial were not contained in the expert’s report. (Such
testimony usually will be permitted, however, if the expert
gave prior deposition testimony on the issue.) But courts
deal with such objections differently—interrupting the
trial, particularly with a jury present, can be distracting
and time-consuming, and is thus frowned upon. One for-
mer judge 1 argued before had an unwritten, draconian
rule: If you elicit expert testimony on a critical point that
was not in the expert report, and you win, a new trial will
be ordered at your expense. Ouch.

Nontestifying experts, in contrast, are not subject to
Rule 26’ disclosure requirements. They don’t have to give
reports, and their identities don’t have to be disclosed prior
to trial. You may want to consider this issue when draft-
ing protective orders that require disclosure of any expert
to whom highly confidential material is disclosed. But if
there is ambiguity whether an expert is testifying or merely
consulting, courts have erred on the side of disclosure.®

Nontestifying experts often are extremely helpful. They
can conduct tests, sift through evidence, and many other

things that testifying experts do. But theyre often much
less expensive than testifying experts, and perhaps most
importantly, they can conduct experiments or try theo-
ries that are shielded from the testifying expert. Vetting
infringement theories in pharmaceutical patent cases is
a very good use of nontestifying experts. In that way,
infringement, validity, or damages theories that “don’t
work” will never be known to the testifying expert and
never disclosed to the other side.

Your nontestifying expert is not immune from dis-
closure, however. If your testifying expert relies on
your nontestifying expert’s report, analysis, or other
work (which is quite common), then your nontestifying
expert typically is deposed and his or her work product
disclosed. Nontestifying experts can otherwise also be
deposed or provide interrogatory answers pursuant to
Federal Rule of Evidence 26(b)(4)(D)(ii), which requires
nontestifying experts to comply with these requests “on
showing exceptional circumstances under which it is
impracticable for the [opposing] party to obtain facts or
opinions on the same subject by other means.” !

Lay Witnesses

Whether lay witnesses can give opinion testimony is
decided on a case-by-case basis. Under Federal Rule of
Evidence 701, a lay witness can testify about a subject
if it is: “(a) rationally based on the witness’s perception;
(b) helpful to clearly understanding the witness’s testi-
mony or to determining a fact in issue; and (c) not based
on scientific, technical, or other specialized knowledge
within the scope of Rule 702.”

As one would expect, this often leads to close questions,
particularly when the testifying witness, for example, is a
technical client talking about her own work. If your client,
the inventor, is testifying about the circumstances under
which he or she first conceived of the invention, the discus-
sion can become technical very quickly, blurring the line
between fact witness testimony (when did he or she con-
ceive of the invention?) and expert testimony (what was
the invention?). Cases have indeed disqualified inventors’
testimony when it crossed the line into expert testimony.!!
These cases teach an important lesson: If you plan to call
a technical, lay witness to the stand, it is better to prepare
an expert report for him or her ahead of time, just in case.

Protective Orders

Protective orders allow parties to have notice of who
exactly will have access to highly confidential informa-
tion. There are a number of options when constructing
a protective order: Each side can be required to give the
other notice of disclosure, or give each the opportunity
to object to a disclosure, for example, if there is a conflict
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issue. On the other hand, some attorneys draft protective
orders that require parties to disclose their nontestifying
experts even if not required by the Federal Rules. Doing
so ensures that experts do not have disqualifying charac-
teristics such as current work for a competitor, or prior
work for a party with whom the expert has a confidenti-
ality agreement arising from such work.

Admissibility of Expert
Testimony

In order to be permitted to testify at trial, a court must
find your expert witness qualified under the Daubert'
standard. In Daubert, the Supreme Court established
the trial judge as the gatekeeper of scientific expert
testimony, tasking the judge with allowing in only well-
qualified experts who use valid scientific methodolo-
gies. The judge’s job 1s to ensure, under Federal Rule of
Evidence 702 (Rule 702), that an expert’s testimony is
relevant and reliable, and comprises sound technical
principles using standards that are accepted in the scien-
tific community.'? Daubert established criteria for judges
to examine a technical expert’s credentials, opinion, and
testimony when evaluating admissibility.

First, Daubert required that the expert witness be testi-
fying to (1) “scientific knowledge” that (2) “will assist the
trier of fact to understand or determine a fact at issue.”"
The Court went on to identify four factors for consider-
ation of admissibility under Rule 702:

I.  Whether the methodology can and has been tested;
2. Whether the methodology is subject to peer review;
3. The potential rate of error; and

4. The general acceptance of the methodology.!

Kumbho Tire clarified and expanded the Daubert inquiry
to reach all expert witnesses under Rule 702, includ-
ing nontechnical experts.'® It also relaxed the Daubert
inquiry, holding that the standard should be “flexible”—
able to accommodate varying factors depending on the
circumstances when evaluating admissibility of expert
testimony. Kumho Tire clarified that the objective of
Daubert is to “make certain that an expert, whether
basing testimony upon professional studies or personal
experience, employs in the courtroom the same level of
intellectual rigor that characterizes the practice of an
expert in the relevant field.”V

Federal Rule of Evidence 703 provides an important
contour to the Daubert requirements. Under Rule 703, an
expert may base his opinion on information in the case that
the expert has been made aware of or personally observed.
If experts in that expert’s field would “reasonably rely on
those kinds of facts or data in forming an opinion on the

subject, they need not be admissible for the opinion to be
admitted.” In other words, expert opinion may be based
on inadmissible evidence such as hearsay, but you cannot
reveal that information to the jury unless its probative
value substantially outweighs its prejudicial effect.'®

As a practical matter, parties often attempt to preclude
expert testimony in limine on Daubert grounds based
on the expert’s qualifications, any applicable conflicts
of interest, the expert’s methodology, or for exceeding
the scope of the expert’s report. If the expert has had a
prior relationship with the opposing party, courts may
disqualify an expert in limine if both of the following
conditions are met: (1) it was objectively reasonable for
the party having the prior relationship to conclude that
a confidential relationship with the expert existed; and
(2) confidential or privileged information relevant to the
current litigation was actually disclosed to the expert.””
When both prongs are met, courts often make additional
policy-related inquiries before excluding expert testi-
mony, such as whether a disqualification would be fair
to the affected party and would promote the interests
of justice.?® Courts particularly are reluctant to allow
experts to testify when they have signed confidentiality
agreements with entities whose interests might be impli-
cated by the expert’s representation, or otherwise might
be tempted to reveal or rely on confidential information
for her opinions.?! But a single consultation alone is not
enough to disqualify an expert on impartiality grounds.?

Technical Experts

In the case of technical experts, there are a number of
considerations that will help your expert and his or her
report pass Daubert muster. First, ensure in particular
that the testimony does not encourage the jury to improp-
erly use hindsight to combine prior art on the issue of
obviousness;?* and that the testimony and report are not
contrary to the court’s mandated claim construction.
Failure to do so could result in your expert’s testimony
and report being stricken or other sanctions against you.

Your technical expert does not necessarily need to have
extensive experience in the exact technology or science at
issue in the case. Expertise in a closely related field has
been held sufficient. For example, if the technology is the
arm-sleeve design of shirts, and your expert has 20 years’
experience designing “socks, wristbands, headbands, and
bags,” that has been held sufficiently related.® Likewise,
chemical engineering and biology have been held to be
closely enough related to allow an expert in one to opine
on the other.?® But you cannot, for example, have your
computer engineering and software expert testify about
marketing products.?®

Your technical expert must use methodology that gen-
erally is accepted by at least some scientists in the field.
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Many courts have disqualified experts from testifying
when their methods did not meet that threshold.?” Others
have disqualified experts for failing to use the method-
ology that they claimed to have used in their reports.®
Finally, expert reports have been stricken in part or
in their entirety if they rely on previously undisclosed
noninfringement contentions or prior art.?®

Damages Experts

Damages experts’ testimony generally has been admit-
ted when the expert’s calculation is based on “facts
meeting the minimum standards of relevance and reli-
ability.”* Testimony has met this standard even when it
relied on a party’s stock price to determine a reasonable
royalty;' when the defendant’s expert’s opinion took
the plaintiff’s voluntary dismissal of other cases as evi-
dence that the defendants in those other cases had likely
developed noninfringing products;*? and when the expert
failed to consider each accused infringer individually.®

Damages experts’ opinions have been excluded, however,
when the expert relied on unrelated licenses;* the expert
based his or her royalty on the sale price of computers
bearing the software rather than the price of the software
itself;* the expert continued to rely on the 25 percent
“rule of thumb” royalty after the Federal Circuit ruled it
improper to do so;* the expert relied only on the Nash
bargaining solution;¥’ the expert’s supplemental report
was merely a more thorough articulation of his or her
original report, which was “something he should have
done in the first place”;® the expert summarily concluded
that the result of his or her hypothetical negotiation would
be a 50-50 split of the incremental profits attributable to
the patent-in-suit without tying the hypothetical negotia-
tion to the facts of the case;* the expert posited that the
defendant would have “taken a risk on the infringement
question and agreed to a huge, profit-eliminating ... royalty
obligation for itself”;* the expert relied only on a single
settiement agreement on a patent other than the patent-in-
suit, without any analysis of the settlement content;*! and
where the expert equated the value of the patent-in-suit
to the plaintiff’s entire intellectual property portfolio.®? In
one landmark case presided over by Seventh Circuit Judge
Richard Posner, sitting in the district court by designa-
tion, damages experts’ reports were excluded when they
were based on survey evidence that addressed consumers’
valuation of a technological feature, but not the allegedly
infringing aspect of that feature and failed to identify the
lowest-cost alternatives to obtaining a license.**

Patent Law Experts

As noted earlier, patent law experts generally are
limited to testifying about the practices, procedures

and goings-on of the Patent Office. However, in some
cases patent law experts have been permitted to branch
out of that role. For example, patent law experts
were permitted to testify about the written descrip-
tion requirement generally* or about infringement
that was relevant to work the expert had done as an
examiner at the PTO.* But of course, they may not go
so far as to give bare legal conclusions or suggestions
about how the case should be resolved,* or to testify
about noninfringement or invalidity as a nontechnical
expert.¥” Of course, under no circumstances are they
allowed to usurp the role of the judge by telling the jury
what the law 5.4

Discovery of Experts

General Rules

As a general rule, no attorney-client privilege or work-
product privilege exists between counsel and a testifying
expert. That is because what you are seeking from the
testifying expert, and what your expert seeks from you, is
not legal advice; it is expert advice. This means that none
of your conversations with your expert, draft reports,
deposition or trial preparation materials, invoices, or
other materials can be shielded from discovery based on
privilege.

Prior to the amendments to Federal Rule of Civil
Procedure 26 (FRCP 26) promulgated in 2010, dis-
cussed below, that created many difficulties in work-
ing with testifying experts and led to practices that
undermined the effectiveness and quality of the
expert’s work. To avoid their discovery, attorneys
often limited written communications with experts
as much as possible and waited to draft reports until
the expert’s opinion was fully developed. This prac-
tice added needless but rational inefficiency to patent
litigation.

To get around those difficulties, before the amendments
parties typically agreed (formally or informally) to limit
the extent of expert discovery concerning the prepara-
tion of expert reports or testimony. Those agreements
usually captured drafts of reports, all communications
between experts and counsel, experts’ billing statements,
and other related materials. As a result, lawyers and
experts were able to discuss and prepare expert reports
and testimony freely, if both sides were able to come to
an agreement.

Amendments to FRCP 26

Starting December 1, 2010, the amendments to FRCP
26 established discovery protection of draft reports of
and communications with testifying expert witnesses
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in exchange for the enhanced disclosure requirements
imposed by FRCP 26(a)(2)(B), which were discussed
above in the discussion of testifying and nontestifying
experts. Protection of the draft reports themselves was
implemented in FRCP 26(b)(4)(B), and protection of
communications between the party’s attorney and any
testifying witness—other than the expert’s compensa-
tion, or facts, data, and assumptions in the report based
on information provided by the party’s attorney—was
implemented in FRCP 26(b)(4)(C). Importantly, courts
have been broadly applying these new rules to cases that
were pending when the rules took effect,® though not
universally.”

Conclusion

Expert witnesses are a critical tool in patent litigation.
Selecting the right experts and having their support on
and off the witness stand can determine the outcome of
your case. Select your experts early, and consider their
strengths and weaknesses carefully before hiring them.
Think about what avenues of attack your adversaries
will pursue if you choose one expert over another. When
helping your experts write their reports, make sure to
include every relevant argument and opinion to avoid
having your expert’s testimony stricken at trial. If you
invest in your experts, they will be able to repay you.
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