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  Claim Limitation: Confronting the Tension 
Between Limiting Claims in Complex Patent 
Litigation and Preserving a Patentee’s Property 
and Due Process Rights 
 By David G. Chang 

  As patent litigation becomes more complex, judges 
are faced with the difficult task of managing law-

suits that involve dozens of patents, with hundreds, if 
not thousands, of separate patent claims. For instance, 
when a patentee sues multiple defendants in different 
jurisdictions on a group of patents asserting the same 
core technology, such cases are frequently consolidated 
through the multidistrict litigation process. It has become 
common practice for district court judges in these cases 
to mandate that patentees select a limited number of 
representative patent claims to litigate. Should the case 
then be adjudicated on the merits, courts will often hold 
that the substantive findings have preclusive effect on  all  
non-representative claims. Thus, in a case involving 1,000 
patent claims, as few as 25 may actually be tried on their 
merits, with the findings having preclusive effects on the 
remaining 975 claims. 

 While judges understandably limit cases in this fash-
ion for reasons of administrability, it is a basic and well-
known proposition that each patent claim is a right in 
property. The courts’ practice may therefore jeopardize 

patentees’ constitutional right to secure the just, speedy, 
and inexpensive determination of every action. 

 Courts have addressed this tension between over-
coming administrability barriers of large complex 
patent cases and protecting the constitutional rights of 
patent property in various ways. However, neither the 
Federal Circuit nor the US Supreme Court has ever 
directly resolved this dilemma. Were they to interpret 
patent property rights strictly, courts could easily be 
overwhelmed with endless litigation, and patentees 
would have a strategic advantage in obtaining favorable 
settlements. On the other hand, were the courts to hold 
in favor of administrability, this would strain the tradi-
tional iron-clad concept of patent claims as property. 

 Katz Litigation and Substantial Overlap 
in Patent Claim Language 

 Modern patentees have become sophisticated at 
prosecuting patent applications to effectuate a very large 
number of patent claims from one invention. A proto-
typical example is the group of 31 patents obtained by 
billionaire inventor Ronald A. Katz, which all derive, in 
whole or in part, from a single patent application. The 
patents all teach various aspects of the same core tech-
nology, so-called interactive voice response or IVR. 1    

 While it is not unusual for entities to prosecute 
multiple patents arising out of the same core invention 
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or technology, the similarity of the claims in these 31 
patents is striking. The Katz prosecutors used slightly 
different language to create minute differences in claim 
coverage. For instance, Claim 125 of US Patent No. 
5,684,863 (the ‘863 patent) reads, in part: 

  record structure, including memory and control 
means, said record structure connected to 
receive said caller data signals from said interface 
structure for accessing a fi le relating to said 
individual callers including said individual callers’ 
credit card numbers provided from said digital 
input means through said interface structure . . .   

 Claim 1 of US Patent No. 5,898,762 (the ‘762 patent) 
reads, in part: 

  record structure, including memory and control 
means, connected to receive said caller data 
signals from said interface structure for accessing 
a fi le  and storing digital caller data  relating to said 
individual callers including said individual callers’ 
credit card numbers provided from said digital 
input means through said interface structure . . .   

 The italicized portion of Claim 1 is the only dif-
ference between that and the cited portion of the 
‘863 patent, Claim 125. 2    Claim 1 of the ‘762 patent 
incorporates the phrase “and storing digital caller data” 
to language that is otherwise virtually identical to the 
cited ‘863 patent claim. 

 The Katz prosecutors used this strategy within 
the same patent as well. For instance, US Patent No. 
6,335,965 (the ‘965 patent) reads, in part: 

  Claim 59:  

   generating with a computer and providing 
acknowledgement numbers  to said individual callers 
to identify transactions to the individual callers 
and the system;  

  Claim 34:  

   providing computer generated acknowledgement 
numbers  to said individual callers to identify 
transactions to the individual callers and the 
system.  

 Between 2005 and 2007, Ronald A. Katz Technology 
Licensing, L.P., (Katz) sued nearly 200 defendants in 
more than 30 separate cases for patent infringement 
based on their IVR invention. Eventually, 26 of those 

cases against 165 defendants were consolidated via mul-
tidistrict litigation before Judge R. Gary Klausner in 
the Central District of California. 3    All told, Katz sued 
for infringement of 31 patents, which contained 1,975 
claims. 

 Even prior to consolidation, defendants in these cases 
immediately began pressing courts to limit the number 
of claims that would be construed and tried. In  Ronald 
A. Katz Technology Licensing, L.P. v. Citibank , 4    filed in the 
Eastern District of Texas, Katz asserted infringement 
of more than 800 claims of 22 patents. Judge David 
G. Fulsom noted that “the matter puts two legitimate 
interests at odds—a patentee’s fundamental patent rights 
and the Court’s discretion to manage its dockets.” 5    He 
further noted that “the potential jury confusion in a 
patent case increases exponentially with the number of 
claims asserted” and that “when the number of claims 
asserted is so voluminous, litigation becomes extremely 
burdensome on both the parties and the Court.” 6    

 Ultimately, the court limited Katz’s allegations to 18 
representative patent claims. 7    Remarkably, Judge Fulsom 
himself acknowledged the “Court finds this procedure, 
 while infringing on patentee’s rights,  is within its discretion 
and necessary to manage such cases.” 8    One can only 
surmise that the court was referring to the patentee’s 
property rights arising from its patent claims. 

 Similarly, fellow Eastern District of Texas Judge 
Ronald H. Clark, after consolidating 15 separate Katz 
lawsuits filed in the Lufkin Division, limited Katz to 
30 represented claims. 9    Judge Clark also ruled that the 
non-representative claims would be subject to claim 
preclusion should Katz seek to litigate on them in the 
future. Notably, in a hearing on limiting claims, Judge 
Clark observed: 

  So, to say that, well, we’ll take 30 claims; but if 
we don’t win on that, then we’re going to go 
back to the next 30 and then—I mean, we’d be 
taking about my grandson, were he to become 
a judge, would be dealing with this; and your 
grandchildren would be the—you know, I mean, 
that’s not workable . . . . So, unless I see some 
authority to the contrary, there is going to be 
some kind of limit. 10     

 Eventually, 26 of the Katz cases were consolidated 
before Judge Klausner in the Central District of 
California, pursuant to the order of the Judicial Panel 
on Multidistrict Litigation. 11    Once again, the defendants 
sought to limit claims following consolidation, while 
Katz responded that doing so would violate its due 
process rights. The court ordered Katz to “select a col-
lective total of 64 claims against all the defendants.” 12    In 
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so doing, the court noted that “all the parties agree that 
allowing [Katz] to assert all its claims from its different 
patents would be unmanageable. Furthermore, no party 
disputes that this Court has the inherent power to issue 
orders to manage its dockets.” 13    In a twist, however, the 
court noted that “limitations set forth in this decision 
 may  be unduly restrictive” and therefore allowed Katz 
to seek permission to add further claims in excess of the 
64 at a later date. 14    

 With respect to Katz’s contention that limiting 
claims violated its due process, the court noted: 

  Although ordering a patent plaintiff  to choose 
between patent claims that do not overlap in 
subject matter would violate due process, we fi nd 
that ordering a plaintiff  to select among clearly 
duplicative claims does not violate due process. 
By defi nition, there are no distinctive property 
rights in claims that have substantially the same 
coverage. 15     

 This idea of substantial overlap between various patent 
claims echoes Federal Circuit sentiment on this issue. 
However, it is at odds with the traditional concept of 
patent claims as separate property and creates problems 
in its own right. Beyond the Katz cases, other courts 
have also limited patent claims in this fashion, although 
typically this is done pursuant to the parties  joint  
stipulation. 16    

 Patents as Property 
 It is a fundamental principle of patent law that 

patents are rights founded on property. As early as 
1876, the Supreme Court concluded, “A patent for an 
invention is as much property as a patent for land. The 
right rests on the same foundation, and is surrounded 
and protected by the same sanctions.” 17    Moreover, the 
Patent Act requires an independent analysis of the valid-
ity of  each claim  of a patent. 18    As a result, the right to 
property found within each patent claim has historically 
been afforded the same due process protections that 
non-patent property interests enjoy. 19    

 Federal Circuit Guidance 
 These traditional principles have clearly been severely 

strained by modern patent litigation. Faced with a del-
uge of patent claims, courts have taken refuge in their 
power—both inherent and Federal Rules-based—to 
manage their dockets to secure “the just, speedy and 
inexpensive determination” of civil actions. 

 Neither the Federal Circuit nor the Supreme Court 
has directly confronted or attempted to resolve this 
tension between administrability and constitutional 

protections. However, two unpublished decisions from 
the Federal Circuit give some limited guidance on how 
it may eventually decide. In  ReRoof Am., Inc. v. United 
Structures of Am., Inc. , 20    plaintiffs (collectively ReRoof) 
brought suit alleging infringement of various claims on 
five patents all related to methods and apparatuses for 
placing a new sloped roof over an old flat roof. Prior to 
trial, ReRoof selected 18 “illustrative” claims to pres-
ent at trial. The US District Court for the Northern 
District of Oklahoma, unsatisfied with ReRoof ’s 
compliance with the court’s directive that “the case be 
manageable for presentation to a jury,” ordered ReRoof 
to further pare down to five representative claims—one 
from each patent—on which to go to trial. 21    

 After a jury found both invalidity and noninfringe-
ment, ReRoof appealed, asserting,  inter alia , a right to 
a new trial on the ground that “the court had preju-
diced it by requiring it to go to trial on only five of 
its asserted claims.” 22    The Federal Circuit disagreed, 
concluding that ReRoof had failed to show that it 
was so prejudiced. Noting that the “various claims of 
the five patents in suit overlap very substantially,” the 
court was “convinced that there is no reasonable likeli-
hood that a trial that included the 13 untried claims 
would have resulted in a verdict affording ReRoof any 
relief.” 23    The Federal Circuit also noted that “ReRoof 
acknowledges that the [district] court did not err by 
requiring it to reduce its claims for trial to those [ini-
tial] 18,” and therefore “ReRoof cannot now support 
its claim of prejudice by arguing that a trial on some of 
the claims outside the 18 that ReRoof selected might 
have resulted in a different verdict.” 24    

 In another unpublished Federal Circuit opinion, 
 Kearns v. General Motors Corp. , 25     pro se  plaintiff Kearns 
appealed the lower court’s dismissal, with prejudice, of 
his patent infringement suit. Kearns had filed a com-
plaint against GM alleging infringement of five patents 
relating to windshield wiper circuits. The district court 
issued a pretrial order requiring Kearns to limit his 
asserted claims to one per patent. Rather than obeying 
the order, filing a motion for reconsideration, or filing an 
interlocutory appeal, Kearns simply chose not to com-
ply and instead asserted all claims in 23 of his patents. 26    
That is, Kearns went beyond the five patents alleged in 
his complaint to assert claims arising from additional 
patents that had not previously been identified. 27    

 The Federal Circuit affirmed the lower court’s 
dismissal, finding that “[w]ithout question, Kearns’ 
refusal to obey the court orders prejudiced GM.” 28    The 
court did not confront directly the lower court’s initial 
order to limit claims except to note that the district 
court had “warned” Kearns that “continued refusal to 
comply with orders would result in dismissal of the 
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case” and that the court had “weighed other options 
before dismissing the case.” 29    

 Neither of these cases does justice to the due process 
difficulties in limiting patent claims. This can perhaps 
be explained, at least in part, by failures of the patentees 
themselves. In  ReRoof , for instance, the patentee argued 
only on appeal that the lower court’s patent claim limi-
tation “prejudiced it” rather than led to a fundamental 
deprivation of due process rights. Critically, ReRoof 
had voluntarily agreed to limit its own claims to 18 
at the start of the case, thereby hampering any argu-
ment that a further limitation to five would have been 
a constitutional violation. The errors made in  Kearns  
were even more severe. Not only did Kearns fail to 
raise due process arguments either in trial or on appeal, 
but his decision to allege claims arising from 18 patents 
that had never been identified in his complaint clearly 
did not bring him in good standing with the courts. 
In any case, the fact that the Federal Circuit chose not 
to publish either of these decisions on an issue of first 
impression is telling. 

 Confronting the Tension Between 
Constitutionality and Administrability 

 Moving forward, courts will continue to face obsta-
cles in managing patent claims. Despite the traditional 
view of patent claims as property, adopting a strong 
view of due process protections does not appear to 
be saleable. As Judge Clark rightly noted, his grandson 
would still be overseeing litigation were Katz allowed 
to try all 1,975 claims. More practically, a strong view 
of due process rights would give patentees, particularly 
those with the resources to litigate cases over the long 
term, incredible, and perhaps undue, leverage in obtain-
ing favorable settlements from defendants. After all, 
such patentees could simply try their whole arsenal of 
patent claims 20 or 30 at a time, and with no particular 
concern for preclusive effects, until they obtain favor-
able results. 

 On the other hand, it seems unavoidable that 
arbitrarily limiting the number of claims to be tried, 
and binding such trials with preclusive effects, would 
effectively destroy property without constitutional due 
process. Legal precedent has clearly afforded strong 
property rights with respect not only to each patent 
but also to each patent  claim . An analysis of “prejudicial” 
harm simply does not do justice to fundamental due 
process rights. 

 To date, most courts have leaned towards the lat-
ter approach. As seen in cases such as  ReRoof  and the 
 Katz  litigation, the rationale most often used is that 
there is “substantial overlap” between the patent claims. 
Empirically, this may certainly be the case. However, 

this approach has problems of its own, namely the 
sometimes difficult exercise of demonstrating which 
patent claims are truly the “same.”  

 Though patentees might sometimes accept a judicial 
mandate of claim similarity, it is easy to see how any 
definition of “substantial overlap” is necessarily hazy. 
Courts would be forced to differentiate, case-by-case, 
claim-by-claim, what is sufficiently the same and what 
is sufficiently different. Parties may file motions and 
perhaps even provide expert testimony on the criti-
cal distinctions between patent claims that otherwise 
appear similar (or  vice versa ). It is therefore possible that 
this solution creates as many administrative hurdles as 
the initial problem itself. Moreover, substantial overlap 
analysis still causes harm to the traditional view that 
each claim is to be treated as a complete and indepen-
dent invention.  

 While courts have so far successfully evaded signifi-
cant constitutional challenges to limiting patent claims, 
strong undercurrents are developing that may someday 
be unavoidable. It is possible that once this conflict is 
fully met, the very character of patents as “property” 
in the traditional view may have to be reconsidered. 
Moreover, there may also be pressure on the US Patent 
and Trademark Office to reevaluate its present process 
of granting patent rights. 
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