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NAVIGATING A NEW DOMAIN

Raymond A. Kurz, Celine Jimenez Crowson and Anna J. Kurian / Hogan & Hartson LLP

At least as early as July of 1995 when Network
Solutions. Inc. (NSI) issued its first domain name
resolution policy, ' it was clear that a dispute policy was
necessary to protect trademark interests in the domain
name registration process. Since that time, the search
for a system that balanced the interests of both trademark
owners and entities with legitimate non-infringing uses for
domain names has been ongoing.

Under the initial NSI dispute resolution policy. a
trademark owner could challenge the rights of a domain
name registrant by submitting evidence of its own
trademark registration from any country in the world that
was identical to the domain name. * The domain name
registrant could defend their rights in the domain name if
they were able to produce their own trademark
registration for their domain name. * If they were unable
to provide evidence in support of their domain name
registration, NSI would allow the registrant to retain the
domain name for a 90 day transitory period. * NSI would
also offer an alternative domain name to the domain name
registrant, but if the registrant refused to accept the
alternative, NSI would place the domain name in dispute
on "hold" so that no one could use the domain. ®

This policy was subsequently amended numerous
times to include provisions addressing situations where
the issuance of a trademark registration followed the
registration of the domain name, to provide notice to the
registrant of potential legal claims prior to the
commencement of the resolution process, and to allow a
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trademark owner to immediately place disputed domain
names on "hold." * The policy garnered criticism from
both trademark owners and domain name registrants for
its perceived inadequacies in resolving disputes.’
Subsequently, the United States approved creation of the
Internet Corporation for Assigned Names and Numbers
(ICANN) who in connection with the World Intellectual
Property Organization (WIPO) began creating a new
dispute resolution policy that would attempt to address
the limitations of the NSI policy. At its October 24, 1999
meeting, the ICANN Board adopted a Uniform Domain
Name Dispute Resolution policy (UDRP) for the .com,
net, and .org top level domains (gTLDs).

Under the UDRP, a registrant is required to submit to
a mandatory administrative proceeding by an ICANN
approved dispute-resolution service provider.
Proceedings instituted under the UDRP must be
submitted to one of the four approved dispute-resolution
service providers listed below:

1) CPR Institute for Dispute Resolution

2) eResolution

3) National Arbitration Foundation (NAF)

4) WIPO

Each provider follows the Rules for UDRP as approved by
ICANN on October 24, 1999 as well as its own
supplemental rules. The Complainant is allowed to
choose the provider and specify whether the proceeding
will be decided by a one-member panel or a three-

A EREEHS Vol X - 11

¢ B ¢ B ¢ B 4 B



1
H

¢ B ¢ B ¢ B 4 B

FEATURE: The Current Environment Surrounding the Internet Law (2)

member panel. However if the Complainant chooses a
one-member panel, if a Respondent so desires, the
Respondent may elect to have the matter decided by a
three-member panel.

Many in the trademark community agree that the
UDRP is a significant advance over the NSI dispute policy
because it allows actions based on confusingly similar
and not just identical domains and protects legitimate
domain name registrations made in good faith. The
UDRP has, however, come under recent criticism for
favoring the rights of trademark holders. Of the 4,595
total proceedings filed under the UDRP through October
18, 2001, 2,961 have resulted in a decision in favor of
the Complainant. * Additionally, recent studies indicate
that WIPO and NAF, the most commonly used dispute
resolution providers, are more often likely to rule in
favor of trademark holders than are the other two fora. *
As such, forum shopping is common among individuals
instituting UDRP proceedings with most trademark
holders instituting proceedings through WIPO or NAF. ©

To initiate a domain name dispute resolution
proceeding, a third party must file a complaint which
makes the following allegations:

(i) the Respondent's domain name is identical or
confusingly similar to a trademark or service
mark in which the Complainant has rights; and

(ii) the Respondent has no rights or legitimate
interests in respect of the domain name; and

(iii) the Respondent's domain name has been
registered and is being used in bad faith. "

In the administrative proceeding, the Complainant must
prove that each of these three elements are present. '?

The UDRP also provides some guidelines for
determining what constitutes a Respondent's bad faith
under UDRP § 4(a)(iii):

(i) circumstances indicating that Respondent has
registered or has acquired the domain name
primarily for the purpose of selling, renting, or
otherwise transferring the domain name
registration to the Complainant who is the
owner of the trademark or service mark or to a
competitor of that Complainant, for valuable
consideration in excess of Respondent's
documented out-of-pocket costs directly related
to the domain name; or

(i) Respondent has registered the domain name
in order to prevent the owner of the trademark
or service mark from reflecting the mark in a
corresponding domain name, provided that
Respondent has engaged in a pattern of such
conduct; or
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(iii) Respondent has registered the domain name
primarily for the purpose of disrupting the
business of a competitor; or

(iv) by using the domain name, Respondent has
intentionally attempted to attract, for
commercial gain, Internet users to Respondent's
web site or other on-line location, by creating a
likelihood of confusion with the Complainant's
mark as to the source, sponsorship, affiliation,
or endorsement of Respondent's web site or
location or of a product or service on that web
site or location. '

Additionally, the policy
provides guidance to a Respondent who wishes
to demonstrate its rights and legitimate interests
in a domain name under UDRP § 4(c)(i-iii):

(i) before any notice to Respondent of the
dispute, Respondent's use of, or demonstrable
preparations to use, the domain name or a
name corresponding to the domain name in
connection with a bona fide offering of goods or
services; or

(ii) Respondent (as an individual, business, or
other organization) has been commonly known
by the domain name, even if Respondent has
acquired no trademark or service mark rights;
or

(iii) Respondent is making a legitimate
noncommercial or fair use of the domain name,
without intent for commercial gain to

misleadingly divert consumers or to tarnish the
trademark or service mark at issue.

One of the challenges for trademark owners seeking
to enforce their domain name rights is determining how
to navigate through these rules and how to initiate these
proceedings in the appropriate forum. ' Reviewing
decisions made under the UDRP provides guidance
(although no precedential value) in determining the
likelihood of success for proceedings instituted under the
UDRP, particularly with respect to what type of domain
name usages constitute a legitimate right or interest and
what actions constitute bad faith under UDRP § 4(a)(ii-
iii).

As discussed above, the UDRP requires that a
Complainant make an evidentiary showing of bad faith in
order to succeed in the proceeding. The bad faith must
be exhibited in both the registration and actual use of the
domain name by the Respondent. '* Thus, it is possible
that a Respondent who merely registers a domain name
but does not actually use the domain name would not be
required to transfer the domain. For example in
Sporoptic Pouilloux S.A. v. William H. Wilson, the
Complainant who was the owner of the VUARNET
trademark in connection with sunglasses was unable to
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have the domain name "buyvuarnetsunglasses.com"
transferred despite a finding of bad faith in the
registration of the domain name. '™ In the text of the
decision, the panel noted that because the respondent
registered the domain name with knowledge of the fact
that VUARNET was a trademark associated with the sale
of the Complainant's sunglasses and because the domain
name itself made reference to the sale of the sunglasses,
the registration of the domain name was made in bad
faith. However, in light of the fact that the Respondent
was not using the domain name, the panel was unable to
render a decision in favor of the Complainant and
transfer the domain name:

Registration alone, without use, is not enough.
"Use" is not necessarily use on the Internet . . . .
Under Paragraph 4(b) there are a number of
other relevant "patterns of conduct" by a
respondent that may be relevant (this may
include, for example, announcing or preparing a
future Internet activity, or threatening the
Complainant to do it). '

The decision is instructive to the extent that it
highlights what evidence is needed to support the
required showing. Specifically, the decision clearly
indicates that Internet usage is not the only use
contemplated by UDRP § 4(a)(iii). Using the ownership
of the domain name to solicit offers of payment from a
trademark owner or using the domain name in a
threatening manner without use on the Internet are
sufficient to establish evidence of bad faith in use of the
domain name. In the event a domain name registrant had
registered a domain name containing an identical or
confusingly similar trademark but is not using the domain
name on the Internet, potential Complainants should be
mindful of other ways of showing bad faith. '*

Perhaps the most commonly accepted evidence of bad
faith is an offer to sell the domain name by the
Respondent. In World Wrestling Foundation
Entertainment Inc. v. Bosman, * an arbitration panelist
held that the Respondent's registration of the domain
name "worldwrestlingfederation.com" and subsequent
offer to sell the domain name to the Claimant just three
days after registering the domain name was evidence of
not only registration in bad faith but also use in bad faith.
In coming to the conclusion that the Respondent's offer
to sell the domain name to the Complainant "'for valuable
consideration in excess of' any out-of-pocket costs
directly related to the domain name, respondent has
‘used’ the domain name in bad faith as defined in the
Policy." *' It is also interesting to note that in the
discussion of what constitutes "use.,” the panelists
engaged in a lengthy discussion of a U.S. court decision
although panelists are not bound by those decisions
(Panavision International, L.P. v. Dennis Toeppen). #

Further, an offer to sell the domain name does not
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have to be made directly to the trademark owner to
constitute "use” in bad faith. 23/ In Ty Inc. v. Joseph
Parvin d/b/a Domains For Sale, the panelist held that a
general offer to sell a domain name would constitute a
bad faith use under the UDRP:

The Panel finds that Respondent registered the
domain names <ebeanies.com> and <e-
beanies.com> under the name "Domains For
Sale.” The Panel also finds that the same
domain names were offered for sale on the
<domains.com> web site. This constitutes an
offer for sale. A majority of the Panel
concludes that such an offer for sale constitutes
bad faith registration and use. *'

The UDRP also requires that the Complainant show
that the Respondent has no legitimate rights or interests
in respect of the domain name. ¢ The legislative history
of the UDRP clearly indicates that the Policy was not
intended for use by trademark owners against domain
name registrants engaged in "legitimate” use of domain
names identical or confusingly similar to their trademarks
and that objections to "legitimate" uses should be
pursued through the courts:

These comments also suggested narrowing
revisions to paragraph 4(c) of the policy, which
describes circumstances that, if found by the
panel to be present in a particular case, will
demonstrate that the domain-name holder has a
legitimate right to the domain name. It should
be emphasized that a finding of legitimate right
under paragraph 4(c) means only that the
streamlined dispute-resolution procedure is not
available and that the dispute is a "legitimate”
one that should be decided by the courts. Even
though the dispute is legitimate, the domain-
name holder's right may not ultimately prevail
over a trademark in court. In any event, staff
believes that these comments, while in many
respects deserving of further study by the
DNSO, call for changes in the policy adopted by
the Board and do not indicate that the
implementation documents fail to faithfully
implement the adopted policy. *

However, numerous decisions have centered around
what constitutes a "legitimate right." Where a
Respondent's use of a domain name is a non-infringing,
non-commercial use, panelists have frequently held that
the domain name was registered and used for a legitimate
purpose. For example, in Mayo Foundation for
Education and Research v. Pat Briese, ¥ the panel held
that the Respondent who registered the domain name
mayoinfo.com and used the domain name as a
"'complaint site that provides critical comment on the
quality of personal and other experiences' with the Mayo
Foundation,” had legitimate interest in the domain
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name.* Specifically, the panel held that the Respondent
was "using the domain name for non-commercial, critical
commentary, which is protected by the First
Amendment." ?» The WIPO panel came to a similar
decision in Bridgestone Firestone, Inc. v. Myers,
finding that the Respondent had a legitimate fair use and
free speech rights and interests in respect of the Domain
Name "bridgestone-firestone.net" where the domain name
was linked to a website containing a complaint relating to
the Complainant's products. However, as
contemplated by UDRP & 4(c}(ii), commercial uses are
also within the scope of "legitimate” use.

The recent introduction of domain names in the .biz
and .info gTLDs through Neulevel Inc. and Afilias, Ltd.
have further complicated the landscape with respect to
potential trademark issues relating to the registration of
domain names. ** The .info gTLD offered trademark
registrants a thirty day "sunrise" period in which to
register domain names prior to opening registration up to
the general public. If more than one trademark holder
registered for the same domain name during the sunrise
period, the domain name registration was granted to the
trademark holder who first registered the domain name
during the sunrise period. ** Disputes arising between
two trademark owners concerning the same domain are
being exclusively arbited by WIPO and decided under the
"Sunrise Challenge Policy." * Under the Sunrise
Challenge Policy, a Complainant must submit a complaint
alleging the following information regarding the
Respondent:

(i} at the time of Respondent's registration of
the Domain Name, no current (non-expired)
trademark or service mark registration was
issued in Respondent's name |a registration in
the supplemental register of the United States
Patent and Trademark Office does not qualify as
such registration|; or

(i) the Domain Name is not identical to the
textual or word elements of the trademark or
service mark registration on which the
registration of Respondent's Domain Name is
based |identity will be deemed to exist also
where there is a space between the textual or
word elements of the mark (e.g.. service mark)
and a hyphen is used or the elements are

combined in the Domain Name (e.g., service-
mark.info or servicemark.info). In all other
respects, the Domain Name must be identical to
the textual or word elements of the mark]; or

(iii) the trademark or service mark registration
on which the registration of Respondent's
Domain Name is based is not of national effect
[for instance, European Community Trademarks
meet the condition of national effect, but United
States state trademarks or service marks do
notj; or

(iv) the trademark or service mark registration
on which the registration of Respondent's
Domain Name was based did not issue prior to
October 2, 2000. %

However, the .biz gTLD is providing an alternative
mechanism to protect trademark owners rights.
Trademark owners were given an opportunity prior to the
registration period to file IP claims to domain names for
which they have a trademark interest. When an applicant
attempts to register a domain name which becomes the
subject of an IP claim, that applicant will be notified of
the TP claim and will have to elect to either abandon their
application or continue in the application process. If the
applicant elects to continue with the application, the [P
Claimant will be notified and given an opportunity to
initiate a Start-up Trademark Opposition Policy (STOP)
proceeding. The STOP is very similar to the UDRP. *
However, unlike the UDRP, the burden of proof is lower
for the IP Claimant because a Claimant does not have to
show that the Respondent registered and used the
domain name in bad faith. Rather, a Claimant is only
required to show that the domain name was registered or
used in bad faith. ¥

In light of the criticism from both trademark owners
and domain name registrants and current perceived
shortcomings and in view of the pending introduction of
domain names in new gTLDs, it is likely that revisions to
the UDRP and other related policies are inevitable.
However until then, both trademark owners and domain
name registrants engaging in "legitimate" use made in
"good faith" should be aware of the pitfalls and perils that
are sure to arise when finding a home on the Internet.
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