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What will we cover?

e The Whys

— Overview of IP
— Why is it so important?
* The Whats
— What does your business need to know?
— Create, protect, enforce, commercialise your IP
— Using third party IP
* The Hows

— How to train your business effectively

* Discussion
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What is “Intellectual Property” or “IP”?

Common forms:
\lv

104 ® T™ ©

Patents Trade Marks Copyright

Registered / Unregistered

X ¥4 0}

Moral Rights /  Trade Domain

Database Secrets Names
Rights

Designs
Registered / Unregistered

G

Company
Names
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Why are we talking about IP?

Enhance Value Mitigate Risk







|dentifying IP

How many types of IP existin this smart phone?

Patents «——

» Data processing
method I

» Operating system

« Operation of user

" — Trade marks

e iPhone
g

b ¢

interface
—> Copyrlght
Des1gns o Software
Form of overall J : IRIiser manuals
phone arrangement Imr;%;gsnes
* Shape of buttons . .
. Posir’)[ion and shape Confidential Info * Product
of screen « Technical know-how packaging text
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The Whats
Key Issues

Commercialise

Third Party IPR
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Create

Ownership

Valuable asset — important to establish
ownership from creation

Author/inventor is first owner

Unless IPR is created in the course of
employment - employer is first owner

Take note:

— Consultants or commissioned parties will be first owners,
unless otherwise agreed

| licked it,

5

So it's mine
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Create

Confidentiality

Keep good records

Keep clear records of
innovationrelated activities

o Detail relevantresearch, meetings,

designs, use, plans etc.

o Date and sign entries, witness key
entries (evidence of ownership,
originality, novelty etc)

Contracts/NDAs
Educate employees
Review physicaland IT
security

Confidentiality Policy

Put in place a confidentiality
policy

Educate the business
Review regularly

Carry out regularIP audits

Patents

File patent application
before publicly disclosing
details of an invention
Contracts/NDAs

Watch out for "prior use"

Contracts/licences

All contracts (including
employment contracts)
should have clearIP clauses
Use appropriate licences

Registered Designs

* Avoiddisclosingimportant
designs priorto filing
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Create

Clearance / Freedom to Operate

« Important to avoid conflict with existing rights

— Especially relevant to trade marks, patents and registered designs
» Significant risk to business - financial and reputational
* Clearance searches (TMs); Freedom to operate (Patents)

e Cost vs benefit exercise
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Protect
Registration

» Register key IP and review registrations regularly n

» Territories? . .

* Cost benefit analysis &

Patents Trade Marks |

* Requirements—novel, inventive, industrial * Requirements—Distinctive, not descriptive
application * Useof® ™ -Putsthird partieson notice

* Timing— whento file?
* Life cycle of product/process?

Registered Designs
* Requirements—Product design Can'tregisterinthe UK
e Deferred publication Comes into existence automatically

Use of © - Puts third parties on notice
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Protect

Maintenance

Patents

e Term— 20 years

* Annual maintenance fees (per country / MS)
* Lapse (Note: grace period of 6 months)

* Monitoringinfringement?

* Defendagainstrevocation?

Registered Designs

* Term— 25 years
 5yearrenewal fees

* Term— Canberenewed every 10 years
* Renewalfees
* Useitorloseit!

Trade Marks

Depends on the copyright — generally life of
author + x years
No maintenancerequired (in the UK)
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Commercialise

Licensing

* Realise the value of the asset

« Key considerations

Restrictions/controls on use of the IPR
Quality control and audit
Territorial/market scope

Term of licence

Termination and breach provisions key

Licence fees — royalties, lump sums

INDIANA
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Commercialise

Joint Ventures

e Purposeof JV

, , Partner A ’ Partner B
— Territory of operation )

— How long is it expected to last?
Background IP
Background IP
« Background IP

— Scope of use

‘ ‘ JV Company
— Improvements N\
 Collaboration / Foreground IP v

— Ownership (avoid joint ownership)

— Licences/ Rightsto use
— Royalty payments?
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Commercialise

Joint Ventures

Mechanisms:

— Fixed term

— For cause (breach, change of control etc)

— Business decision — i.e. upon notice
Considerations:
— Who owns the IP of the JV?

O Background IP (and improvements)

O Collaboration IP

Mechanisms:

Sale of entire JV / IPO
One partybuys out other

Considerations:

Will one party continue to operate
business?

Will the exiting partner still be required
to provide background IP?

New non-compete restrictions?
Confidentiality?
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Enforce

Why enforce and monitoring

* Why?

— Valuable asset to protect

— Prevent competitors taking advantage

— Avoid damagetoreputation, e.g. by poor quality rip-offs
* Monitoring

— Customs watches

— Online monitoring services
— Registrywatch notices
— Licensee/ distributor reporting obligations

— Competitor duediligence
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Enforce

Strategy

THIS CHANGE OF NAME DEED

Britst

itiz

THE UK DEED POLL OFFICE LONDON

Husgo HOSS of
LYCETT born 05707

WITKESSES AND T 1S HERERY DECLARED as follonws

1 | authore

s and ather writings an

tons and on ) ¢
0SS as my name

CETT %0 relinqu:

1962 and 0

ahit formar name of

guivhed not by the former name of Joe Harry LYCETT hat by the new

ais at all times to desigmate, describe and address g by the

@ joelycett # - Follow
g joelycett @ So @hugo_official (who
! turnover approx $2.7 billion a year)

have sent cease & desist letters to a
number of small businesses &
charities who use the word 'BOSS’ or
similar, including a small brewery in
Swansea costing them thousands in
legal fees and rebranding. It's clear
they HATE people using their name.
Unfortunately for them this week |
legally changed my name by deed poll
and | am now officially known as Hugo
Boss. All future posts from me are not
from Joe Lycett but from Hugo Boss.
Enjoy.

ﬁ mackie_bella €@ New signature is

-

&Q N

@ Liked by SERENEEF:nd 91,991 others
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Enforce

How to enforce

 Letter before action:
— Compliance with pre-action protocols

— Threats

e Settlement discussions

* Issuing proceedings

— Choice of jurisdiction / venue
 NB - counterclaims?
 Remedies

* (Costs
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Third Party IPR




Third Party IPR
Using Third Party IPR

* Get a licence and comply!

« Design around - Inspiration vs copying

 Using without Consent:

— Infringement risk

— Reputational damage

— Costs

— Challenge validity of IPR
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The Hows




The Hows

External education

« Tailor to the business unit

— Innovation teams, procurement, marketing

 Business relevance is key

* No legalese

« E-learning /
— Desktop presentations m
— Interactive webinars

« Workshops

e Live Presentations
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The Hows

Internal education

* Principles

* Procedures

* Policies

 Tailor to the business unit

* Bolt-on to external education?

official

policy
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Key Takeaways

1P is critical to all businesses, both in terms of creating their own IP and using
third parties' IP

* Your business needs to be aware of the opportunities and risks IP creates
A little education will go a long way

« Keep thetraining short, business/sector relevant, accessible, and tailor it to
individual business units
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Key contacts

AlexandraPearson
SeniorAssociate, London

+44 2072965190
alexandra.pearson@hoganlovells.com

You can also follow
us for regular

S updates via
mmily Sharkey @HoganlLovellsIP on

+44 2072965692 Twitter.
emily.sharkey@hoganlovells.com
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